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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)0 Responsive to communicatlon(s) filed on . 

2a)n This action is FINAL. 2b)EI This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-11 is/are pending in the application. 

4a) Of the above claim(s) 9 and 10 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 1-8 and 11 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) ^ Claim(s) 1-11 are subject to restriction and/or election requirement 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)\3 accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the conrection is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C, § 119 

12)E1 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
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1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1 . Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1 -8 and 1 1 , drawn to an adduct ABC of a reaction product BC 
obtained from epoxy resin B and phosphorus-derived acid C, reacted with 
epoxy resin A, its process of preparation (claim 8) and its method of use, 
classified in class 525, subclass 523. 

II. Claims 9 and 10, drawn to a method of using adduct ABC in an aqueous 
coating with a curing agent, classified in class 523, subclass 404. 

The inventions are distinct from each other because: 

2. Inventions I and II are related as mutually exclusive species in an 
intermediate-final product relationship. Distinctness is proven for claims in this 
relationship if the intermediate product is useful to make other than the final product 
(MPEP § 806.04(b), 3rd paragraph), and the species are patentably distinct 
(MPEP § 806.04(h)). In the instant case, the intermediate product is deemed to be 
useful as an adhesive composition and the inventions are deemed patentably distinct 
since there is nothing on this record to show them to be obvious variants. 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions anticipated by the 
prior art, the evidence or admission may be used in a rejection under 35 U.S.C. 103(a) 
of the other invention. 
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Restriction for examination purposes as indicated is proper because these 
inventions are distinct for the reasons given above and have acquired a separate status 
in the art as shown by their different classification. 

3. This application contains claims directed to the following patentably distinct 
species of the claimed invention: 

Epoxy resins A. 

Epoxy resins B. 

Phosphorus-derived acids C. 

Contingent upon the election of Group II. the elections hereinabove and the 
curing agents. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, claims 1-1 1 are generic. 

A reply to this requirement must include an identification of the species that is 
elected consonant with this requirement, and a listing of all claims readable thereon, 
including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or othenA^ise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1 .141 . If claims 
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are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission may be used in a rejection under 
35 U.S.C. 103(a) of the other invention. 

4. During a telephone conversation with Richard M. Beck on October 31, 2005, 
a provisional election was made with traverse to prosecute Invention I, Epoxy resin A 
represented by Epoxy resin El on page 10 of the specification derived from a mixture of 
bisphenol A diepoxide EP 1 and flexibilized Cardanol diepoxide EP 3, both described on 
page 9, lines 1-3 and 7-9; Epoxy resin B represented by bisphenol A diepoxide EP 1; 
and phosphorus-derived acid represented by ortho-phosphoric acid. Affirmation of this 
election must be made by applicant in replying to this Office action. Claims 9 and 10 
are withdrawn from further consideration under 37 CFR 1.142(b) as being drawn to a 
non-elected invention. 
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The following is a quotation of tlie second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 6 and 11 is rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

5. Independent claim 6 does not provide a chemical identification of 
components A, B, and C since it is not dependent upon independent claim 1 . The 
"epoxide compounds" should be designated as epoxy resins A and B for proper 
antecedent basis with claim 1 . 

6. The chemical composition of adducts ABC is not defined in the absence of a 
chemical identification of components A, B and C as denoted in claim 1 . More favorable 
consideration would be given to the insertion of the language of claim 1 1nto claim 1 1 
and the amendment of claim 1 1 to: 

"A nriethod for preparing an aqueous coating composition comprising 

i) reacting epoxy resin A with a phosphorus-derived acid C to form 
reaction product BC, 

ii) reacting epoxy resin A with reaction product BC to obtain adduct ABC such 
that not more than 5% of unreacted acid remains, 

ill) at least partially neutralizing adducts ABC with neutralizing agents, 

iv) dispersing the at least partially neutralized adducts ABC in water to form an 
aqueous coating, and 

v) drying the aqueous coating." 
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7. None of the cited prior art recites the claimed reaction product of an epoxy resin 
and phosphorus-derived acid further reacted with an epoxy resin which is at least 
partially neutralized and dispersed in water. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which fomis the basis for all 
obviousness rejections set forth in this Office action: 

• (a) A patent may not be obtained though the Invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-8 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 

alternative, under 35 U.S.C. 103(a) as obvious over the Journal of Coatings Technoloav 

article by Massingill et al. or Schneider et al. Patent No. 4,853,455 or 

Japanese Patent No. 7-247342. 

8. Massingill et al. discloses an epoxy phosphate resin prepared from the reaction 
of a bisphenol A epoxy diglycidyl ether and orthophosphoric acid according to 
Chemical abstracts registry no. 80043-58-9 blended with an epoxy resin which is baked. 

9. Schneider et al. (col. 1 , lines 51-68) sets forth a mixture of a polyglycidyl ether or 
ester such as the elected species of epoxy resin A of a diglycidyl ether of bisphenol A 
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(col. 6, lines 25-29, Resin IV and col. 8, Table 4, Examples XI and XII) combined with 
the reaction product of a diglycidyl ether of bisphenol A and phosphoric acid 
(col. 6, lines 15-19 and 25-29, Resins II and IV; and col. 7, Table 2, 
Hardener Nos. 10 and 11) which is reacted by hardening (col. 7, lines 61-64). 

1 0. The Japanese patent (translation, page 2, paragraphs 10 and 1 1) shows the 
reaction product of a bisphenol A epoxy resin and orthophosphoric acid mixed with 
3,4-epoxycyclohexylmethyl-3,4-epoxycyclohexyl carboxylate and reacted by UV curing 
(page 2, paragraph 9). The Japanese patent does not apply to claim 6 which requires 
bisphenol A and/or bisphenol F epoxy resins. 

1 1 . The patents report blends of epoxy resins and epoxy resin-phosphoric acid 
adducts reacted during baking or curing which is encompassed by the claimed adduct 
ABC wherein reaction via baking or curing is not precluded. 

12. The references do not indicate any remaining mass fraction of unreacted acid C 
of not more than 5% as claimed. The burden of proof shifts to applicants to establish 
that the prior art reaction products contain more than a 5% mass fraction of unreacted 
acid (In re Fitzgerald . 205 USPQ 594, CCPA 1980 and MPEP §§ 2112-2112.02). 

1 3. More favorable consideration would be given to the limitation of independent 
claims 1 and 6 to "An at least partially neutralized aqueous dispersion of adducts ABC" 
containing the further limitations found in claim 1 . More favorable consideration would 
be given to independent claim 8 if the additional steps of at least partially neutralizing 
adduct ABC and dispersing it in water are included. 
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There is no motivation to formulate the closest prior art baked and cured reaction 
products of the Massingill article, Schneider et al. and the Japanese patent as an at 
least partially neutralized aqueous dispersion as supported by claim 1 1 . 

14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The remainder of the prior art is directed to epoxy resins 



formulated with epoxy resin-phosphorus acid reaction products and hardeners wherein 
the reaction occurs in the presence of the hardener, thereby forming a materially 
different reaction product from claimed adduct ABC. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert Sellers whose telephone number is 
(571) 272-1093. The examiner can normally be reached on Monday to Friday from 
9:30 to 6:00. The fax phone number for the organization where this application or 
proceeding is assigned is (571 ) 273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at (866) 217-9197 (toll-free). 
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